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DETAILED ACTION 



Claim Rejections - 35 USC §103 



1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-5, 8-13, 16-17, and 33-34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 5,692,206 issued to Shirley et al. (hereafter Shirley '206) in 
view of U.S. Patent No. 5,774,866 issued to Horwitz et al. (hereafter Horwitz '866). 

Claim 1: 

Regarding Claim 1, Shirley c 206 discloses a means to generate legal documents. 
Specifically, Shirley '206 discloses: a system for facilitating complex document drafting (Shirley 
'206: col. 2, Ins. 8-10) and further discloses: 

- a database comprising a table of individual clauses with each individual clause including 
provisions and terms relating to one or more potentially affected parties (Shirley £ 206: 
col. 5, Ins. 22-46). 

However, Shirley '206 does not explicitly disclose authenticated clause selection. Additionally, 
Shirley '206 does not explicitly disclose: 

- a list of authorizations stored into the database with each authorization controlling clause 
modification and usage by users for each individual clause; 
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- a list of preferences stored into the database with each preference influencing clause 
selection for each individual party; and 

- a clause selection module authenticating each selection of an individual clause from the 
individual clauses table against the authorizations list for a given user and the preferences 
list for the given user and the potentially affected parties. 

Horwitz c 866 discloses an organizational cross checking database for legal organizations. 
Specifically Horwitz c 866 discloses authenticated clause selection (Horwitz '866: Abstract). 
Additionally, Horwitz '866 discloses: 

- a list of authorizations stored into the database with each authorization controlling clause 
modification and usage by users for each individual clause (Horwitz '866: Fig. 4B, item 
92 labeled "Assigned Person" - note connection to item 90 labeled "Matter"); 

- a list of preferences stored into the database with each preference influencing clause 
selection for each individual party (Horwitz '866: Fig. 4B, item 128 labeled "Restricted 
Person" - note that restricting clauses and matters reads on a preference that influences 
selection); and 

- a clause selection module authenticating each selection of an individual clause from the 
individual clauses table against the authorizations list for a given user and the preferences 
list for the given user and the potentially affected parties (Horwitz '866: col. 18, In. 63 to 
col. 19, In. 43). 

It would have been obvious to a person having ordinary skill in the art to apply the cross 
checking database of Horwitz '866 to the legal document generation means of Shirley '206 by 
creating an entry in the matter table of Horwitz '866 (Horwitz '866: Fig. 4A, item 90 labeled 
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"Matter"). The motivation to combine is suggested by Horwitz '866 which discloses the 
advantage of being able to detect conflicts of interests in legal documents such as that of Shirley 
'206 (Horwitz '866: col. 2, In. 61 to col. 3, In. 18). 
Claims 2-5 and 8: 

Regarding Claims 2-5 and 8 Shirley '206 and Horwitz £ 866 in combination disclose all 
the limitations of Claim 1 (supra). Additionally, Shirley '206 and Horwitz '866 in combination 
disclose: 

- (Claim 2) further comprising: 

o an index indexing the individual clauses into a topical ordering based on the 
subject matter addressed therein (Horwitz '866: Fig. 4A, item 90, "MatterlD" 
key field - note that as combined with Shirley '206, each matter corresponds to a 
clause, each of which has its own topic); and 

o the clause selection module selecting each individual clause from the topical 
ordering (Horwitz '866: col. 2, In. 61 to col. 3, In. 18 - note application of rules). 

- (Claim 3) further comprising: 

o a table of annotations stored into the database with each annotation providing an 
explanatory description of at least one linked individual clause (Horwitz '866: 
Fig. 4 A, item 110 labeled "Matter Notes"); and 

o the clause selection module presenting each annotation upon the selection of the 
at least one linked individual clause from the individual clauses table (Horwitz 
'866: col. 2, In. 61 to col. 3, In. 18 - note application of rules). 

- (Claim 4) further comprising: 



« 
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o a table of standard outlines stored into the database with each standard outline 

creating an organizational framework into which the individual clauses can be 

inserted in a structured order (Shirley '206: col. 2, Ins. 10-18 - note standard 

contract documents read on standard outlines); 
o a list of authorizations stored into the database with each authorization controlling 

outline modification and usage by users for each standard outline (Horwitz '866: 

Fig. 4B, item 92 labeled "Assigned Person"); 
o a list of preferences stored into the database with each preference influencing 

outline selection for each individual party (Horwitz £ 866: Fig. 4B, item 128 

labeled "Restricted Person"); and 
o a standard outline selection module authenticating each selection of a standard 

outline from the standard outlines table against the authorizations list for a given 

user and the preferences list for the one or more individual parties (Horwitz '866: 

col. 18, In. 63 to col. 19, In. 43). 
- (Claim 5) further comprising: 

o a table of non-standard outlines stored into the database with each nonstandard 

outline creating an organizational framework into which the individual clauses 

can be inserted (Shirley '206: col. 2, Ins. 10-18 - note user defined provisions 

create non-standard contract documents); 
o a list of authorizations stored into the database with each authorization controlling 

outline modification and usage by users for each standard outline (Horwitz '866: 

Fig. 4B, item 92 labeled "Assigned Person"); 
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o a non-standard outline selection module authenticating each selection of a non- 
standard outline from the non-standard outlines table against the authorizations 
list for a given user (Horwitz £ 866: col. 18, In. 63 to col. 19, In. 43). 
(Claim 8) wherein at least one of the list of authorizations and the list of preferences 
further comprises pricing information (Horwitz '866: Fig. 4B, items 94 and 96; col. 10, 
Ins. 52-63 - note that a billing relationship is explicitly stored and that billing information 
reads on pricing information), the system further comprising: 

o the clause selection module filtering each selection of an individual clause from 



Claim 9: 

Regarding Claim 9 Shirley '206 discloses a means to generate legal documents. 
Specifically, Shirley '206 discloses: a method for facilitating complex document drafting 
(Shirley '206: col. 2, Ins. 8-10) and further discloses: 

- maintaining a database comprising a table of individual clauses with each individual 
clause including provisions and terms relating to one or more potentially affected parties 
(Shirley '206: col. 5, Ins. 22-46). 

However, Shirley '206 does not explicitly disclose authenticated clause selection. Additionally 
Shirley '206 does not explicitly disclose: 

- storing a list of authorizations into the database with each authorization controlling clause 
modification and usage by users for each individual clause (Horwitz '866: Fig. 4B, item 
92 labeled "Assigned Person" - note connection to item 90 labeled "Matter"); 



the individual clauses table against pricing information (Horwitz '866: col. 2, In. 



61 to col. 3, In. 18 - note application of rules). 
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storing a list of preferences into the database with each preference influencing clause 
selection for each individual party (Horwitz '866: Fig. 4B, item 128 labeled "Restricted 
Person"); and 

- authenticating each selection of an individual clause from the individual clauses table 
against the authorizations list for a given user and the preferences list for the given user 
and the potentially affected parties (Horwitz '866: col. 18, In. 63 to col. 19, In. 43). 
Horwitz '866 discloses an organizational cross checking database for legal organizations. 

Specifically Horwitz '866 discloses authenticated clause selection (Horwitz '866: Abstract). 
Additionally, Horwitz '866 discloses: 

It would have been obvious to a person having ordinary skill in the art to apply the cross 
checking database of Horwitz '866 to the legal document generation means of Shirley '206. The 
motivation to combine is on the same basis as Claim 1 (supra). 
Claims 10-13 and 16-17: 

Regarding Claims 10-13 and 16-17 Shirley '206 and Horwitz '866 in combination 
disclose all the limitations of Claim 9 (supra). Additionally, Shirley '206 and Horwitz '866 in 
combination disclose: 

- (Claim 10) further comprising: 

o indexing the individual clauses into a topical ordering based on the subject matter 
addressed therein (Horwitz '866: Fig. 4 A, item 90, "Matter_ID" key field - note 
that as combined with Shirley '206, each matter corresponds to a clause, each of 
which has its own topic); and 
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o selecting each individual clause from the topical ordering (Horwitz '866: col. 2, 

In. 61 to col 3, In. 18 - note application of rules). 
(Claim 1 1) further comprising: 

o storing a table of annotations into the database with each annotation providing an 

explanatory description of at least one linked individual clause (Horwitz '866: 

Fig. 4 A, item 1 10 labeled "Matter Notes"); and 
o presenting each annotation upon the selection of the at least one linked individual 

clause from the individual clauses table (Horwitz '866: col. 2, In. 61 to col. 3, In. 

1 8 - note application of rules). 
- (Claim 12) further comprising: 

o storing a table of standard outlines into the database with each standard outline 

creating an organizational framework into which the individual clauses can be 

inserted in a structured order (Shirley '206: col. 2, Ins. 10-18 - note standard 

contract documents read on standard outlines); 
o storing a list of authorizations into the database with each authorization 

controlling outline modification and usage by users for each standard outline 

(Horwitz '866: Fig. 4B, item 92 labeled "Assigned Person"); 
o storing a list of preferences into the database with each preference influencing 

outline selection for each individual party (Horwitz '866: Fig. 4B, item 128 

labeled "Restricted Person"); and 
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o authenticating each selection of a standard outline frrom the standard outlines 
table against the authorizations list for a given user and the preferences list for the 
one or more individual parties (Horwitz '866: col. 18, In. 63 to col. 19, In. 43). 

- (Claim 13) further comprising: 

o storing a table of non-standard outlines into the database with each nonstandard 
outline creating an organizational framework into which the individual clauses 
can be inserted (Shirley '206: col. 2, Ins. 10-18 - note user defined provisions 
create non-standard contract documents): 

o storing a list of authorizations into the database with each authorization 
controlling outline modification and usage by users for each standard outline 
(Horwitz '866: Fig. 4B, item 92 labeled "Assigned Person"); 

o authenticating each selection of a non-standard outline from the nonstandard 
outlines table against the authorizations list for a given user (Horwitz c 866: col. 
18, In. 63 to col 19, In. 43). 

- (Claim 16) wherein at least one of the list of authorizations and the list of preferences 
further comprises pricing information (Horwitz '866: Fig. 4B, items 94 and 96; col. 10, 
Ins. 52-63 - note that a billing relationship is explicitly stored and that billing information 
reads on pricing information), the system further comprising: the clause selection module 
filtering each selection of an individual clause from the individual clauses table against 
pricing information (Horwitz £ 866: col. 2, In. 61 to col. 3, In. 18 - note application of 
rules). 
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- (Claim 17) a computer-readable storage medium holding code for performing the method 
of Claim 9 (Horwitz c 866: col. 25, In. 60 to col. 26, la 24). 



Regarding Claim 33, Shirley c 206 discloses a means to generate legal documents. 
Specifically, Shirley '206 discloses: an automated system for drafting a contract (Shirley '206: 
col. 2, Ins. 8-10). Additionally, Shirley '206 discloses: 

- a database shareable by a plurality of users, comprising: 

o a table of contract clauses, each contract clause relating to one or more parties 
potentially affected by a use of the contract clause and including annotations 
explaining the content thereof (Shirley '206: col. 5, Ins. 22-46); 
o a table of contract outlines, each outline creating an organizational framework into 
which the clauses can be inserted to form the contract and including annotations 
explaining the content thereof (Shirley '206: col. 2, Ins. 10-18); 
However, Shirley '206 does not explicitly disclose: authenticated content selection. 
Additionally, Shirley c 206 does not explicitly disclose: 

- a set of searchable indices of the contract clauses table and the contract outlines table 
using a topical ordering; 

a list of authorizations with each authorization controlling contract clause and contract 
outline modification and usage by users; 

a list of preferences with each preference influencing contract clause and contract outline 
selection for each potentially affected party; and 



Claim 33: 



# 
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- a contract drafting module authenticating each selection of at least one of a contract 
clause from the contract clauses table and a contract outline from the contract outlines 
table against the authorizations list for a given user and the preferences list for the given 
user and the potentially affected parties. 

Horwitz '866 discloses authenticated content selection (Horwitz 4 866: Abstract). 
Additionally, Horwitz '866 discloses: 

- a set of searchable indices of the contract clauses table and the contract outlines table 
using a topical ordering (Horwitz '866: Fig. 4 A, item 90, "MatterJD" key field - note 
that as combined with Shirley '206, each matter corresponds to a clause, each of which 
has its own topic); 

- a list of authorizations with each authorization controlling contract clause and contract 
outline modification and usage by users (Horwitz '866: Fig. 4B, item 92 labeled 
"Assigned Person"); 

a list of preferences with each preference influencing contract clause and contract outline 
selection for each potentially affected party (Horwitz '866: Fig. 4B, item 128 labeled 
"Restricted Person"); and 

- a contract drafting module authenticating each selection of at least one of a contract 
clause from the contract clauses table and a contract outline from the contract outlines 
table against the authorizations list for a given user and the preferences list for the given 
user and the potentially affected parties (Horwitz '866: col. 18, In. 63 to col. 19, In. 43). 
It would have been obvious to a person having ordinary skill in the art to apply the cross 

checking database of Horwitz '866 to the legal document generation means of Shirley '206 by 
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creating an entry in the matter table of Horwitz '866 (Horwitz '866: Fig. 4A, item 90 labeled 
"Matter"). The motivation to combine is on the same basis as Claim 1 (supra). 



Regarding Claim 34, Shirley '206 discloses: an automated method for drafting a contract 
(Shirley £ 206: col. 2, Ins. 8-10). Additionally, Shirley '206 discloses: 

- maintaining a database shareable by a plurality of users, comprising: 

o compiling a table of contract clauses, each contract clause relating to one or more 
parties potentially affected by a use of the contract clause and including annotations 
explaining the content thereof (Shirley '206: col. 5, Ins. 22-46); 
o compiling a table of contract outlines, each outline creating an organizational 

framework into which the clauses can be inserted to form the contract and including 
annotations explaining the content thereof (Shirley '206: col. 2, Ins. 10-18); 
However, Shirley '206 does not explicitly disclose authenticated content selection. Additionally, 
Shirley '206 does not explicitly disclose: 

- forming a set of searchable indices of the contract clauses table and the contract outlines 
table using a topical ordering; 

- storing a list of authorizations with each authorization controlling contract clause and 
contract outline modification and usage by users; 

- storing a list of preferences with each preference influencing contract clause and contract 
outline selection for each potentially affected party; and 

authenticating each selection of at least one of a contract clause from the contract clauses 
table and a contract outline from the contract outlines table against the authorizations list 



Claim 34: 



• 
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for a given user and the preferences list for the given user and the potentially affected 
parties. 

Horwitz '866 discloses authenticated content selection (Horwitz '866: Abstract). 
Additionally, Horwitz '866 discloses: 

- forming a set of searchable indices of the contract clauses table and the contract outlines 
table using a topical ordering (Horwitz '866: Fig. 4A, item 90, "MatterlD" key field - 
note that as combined with Shirley '206, each matter corresponds to a clause, each of 
which has its own topic); 

storing a list of authorizations with each authorization controlling contract clause and 
contract outline modification and usage by users (Horwitz '866: Fig. 4B, item 92 labeled 
"Assigned Person"); 

storing a list of preferences with each preference influencing contract clause and contract 
outline selection for each potentially affected party (Horwitz £ 866: Fig. 4B, item 128 
labeled "Restricted Person"); and 

- authenticating each selection of at least one of a contract clause from the contract clauses 
table and a contract outline from the contract outlines table against the authorizations list 
for a given user and the preferences list for the given user and the potentially affected 
parties (Horwitz '866: col. 18, In. 63 to col. 19, In. 43). 

It would have been obvious to a person having ordinary skill in the art to apply the cross 
checking database of Horwitz '866 to the legal document generation means of Shirley '206 by 
creating an entry in the matter table of Horwitz '866 (Horwitz '866: Fig. 4 A, item 90 labeled 
"Matter"). The motivation to combine is on the same basis as Claim 1 (supra). 
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3. Claims 6-7 and 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shirley '206 and Horwitz '866, in view of U.S. Patent No. 5,553,216 issued to Yoshioka et al. 
(hereafter Yoshioka '216). 
Claims 6-7: 

Regarding Claims 6-7, Shirley '206 and Horwitz '866 in combination disclose all the 
limitations of Claim 1 (supra). Additionally, Shirley '206 and Horwitz '866 in combination 
disclose: 

- (Claim 6) further comprising: a table of topics stored into the database with each topic 
providing a description of a topic relating to an aspect of document drafting. 

However, Shirley '206 and Horwitz '866 in combination do not explicitly disclose: 

- (Claim 6) further comprising: a learn module presenting each topic upon selection. 

- (Claim 7) further comprising: a journal recording each selection of an individual clause 
from the individual clauses table that results in a final document. 

Yoshioka '216 discloses a compound document partitioning and editing means. 
Specifically, Yoshioka '216 discloses: 

- (Claim 6) further comprising: a learn module presenting each topic upon selection 
(Yoshioka '216: col. 5, Ins. 25-52 - note that as combined with Shirley '206 and Horwitz 
'866, each section reads on a topic; further note a load operation reads on a learn 
module). 



# 
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- (Claim 7) further comprising: a journal recording each selection of an individual clause 
from the individual clauses table that results in a final document (Yoshioka '216: col 13, 
Ins. 41-45 - note the history table). 

It would have been obvious to a person having ordinary skill in the art to add the 
compound document and partitioning and editing means of Yoshioka '216 to the legal 
documents in the Shirley '206 and Horwitz '866 combination. The motivation to combine is 
suggested by Yoshioka c 216 which discloses a particularly fast and advantageous way to retrieve 
structured documents from a database such as the legal documents of Shirley '206 and Horwitz 
'866 in combination (Yoshioka '216: col. 2, Ins. 13-31). 
Claims 14-15: 

Regarding Claims 14-15, Shirley '206 and Horwitz '866 in combination disclose all the 
limitations of Claim 9 (supra). Additionally, Shirley '206 and Horwitz '866 in combination 
disclose: 

- (Claim 14) further comprising: storing a table of topics into the database with each topic 
providing a description of a topic relating to an aspect of document drafting. 

However, Shirley '206 and Horwitz '866 in combination do not explicitly disclose: 

- (Claim 14) further comprising: presenting each topic upon selection. 

- (Claim 15) further comprising: recording each selection of an individual clause from the 
individual clauses table that results in a final document into a journal. 

Yoshioka '216 discloses a compound document partitioning and editing means. 
Specifically, Yoshioka '216 discloses: 
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- (Claim 14) further comprising: presenting each topic upon selection (Yoshioka '216: col. 
5, Ins. 25-52 - note that as combined with Shirley '206 and Horwitz '866, each section 
reads on a topic; further note a load operation reads on a learn module). 

- (Claim 15) further comprising: recording each selection of an individual clause from the 
individual clauses table that results in a final document into a journal (Yoshioka '216: 
col. 13, Ins. 41-45 - note the history table). 

It would have been obvious to a person having ordinary skill in the art to add the 
compound document and partitioning and editing means of Yoshioka '216 to the legal 
documents in the Shirley '206 and Horwitz '866 combination. The motivation to combine is on 
the same basis as Claims 6-7 (supra). 

4. Claims 18-19, 21-22, 24-26, 28-29, and 31-32 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Shirley '206, in view of Horwitz '866, further in view of U.S. Patent 
No. 6,202,066 issued to Barkley et al. (hereafter Barkley '066). 
Claim 18: 

Regarding Claim 18, Shirley '206 discloses a means to generate legal documents. 
Specifically, Shirley '206 discloses: a system for efficiently drafting a legal document (Shirley 
'206: col. 2, Ins. 8-10) and further discloses: 

- a table of clauses compiled into a shareable database (Shirley '206: col. 5, Ins. 22-46). 
However, Shirley '206 does not explicitly disclose: using an authenticated clause table. 
Additionally, Shirley '206 does not explicitly disclose: 
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- the table of clauses where each clause relating to one or more individual parties 
potentially affected by a use of the clause in a legal document and including 
authorizations controlling access and preferences specifying provisions and terms for a 
specific subject matter; 

- a searchable index of the clauses table formed using a topical ordering based on the 
specific subject matter included in the provisions and terms of each clause; and 

- a clause selection interface including document drafting controls, comprising: 

o an index panel presenting the clauses table index on the user interface; and 
o a clause panel authenticating a clause selection against the authorizations for a 
given user and the preferences for the individual parties and displaying an 
individual clause from the clauses table on the user interface upon the selection by 
the given user following successful authentication. 
Horwitz '866 discloses an organizational cross checking database for legal organizations. 
Specifically Horwitz '866 discloses using an authenticated clause table (Horwitz '866: 
Abstract). Additionally, Horwitz '866 discloses: 

- the table of clauses where each clause relating to one or more individual parties 
potentially affected by a use of the clause in a legal document and including 
authorizations controlling access (Horwitz '866: Fig. 4B, item 92 labeled "Assigned 
Person" - note connection to item 90 labeled "Matter") and preferences specifying 
provisions and terms for a specific subject matter (Horwitz '866: Fig. 4B, item 128 
labeled "Restricted Person" - note that restricting clauses and matters reads on a 
preference that influences selection); 
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- a searchable index of the clauses table formed using a topical ordering based on the 
specific subject matter included in the provisions and terms of each clause (Horwitz '866: 
Fig. 4A, item 90, "Matter_ID" key field - note that as combined with Shirley '206, each 
matter corresponds to a clause, each of which has its own topic); and 

- a clause selection module (Horwitz '866: col. 18, In. 63 to col. 19, In. 43). 
However, Horwitz '866 does not explicitly disclose: 

- the clause selection module is an interface including document drafting controls, 



o an index panel presenting the clauses table index on the user interface; and 
o a clause panel authenticating a clause selection against the authorizations for a 
given user and the preferences for the individual parties and displaying an 
individual clause from the clauses table on the user interface upon the selection by 
the given user following successful authentication. 



Barkley '066 discloses a user interface to associate permissions. Specifically, Barkley 
'066 discloses: 

- the clause selection module is an interface including document drafting controls, 



o an index panel presenting the clauses table index on the user interface (Barkley 

'066: Figs. 2 and 3); and 
o a clause panel authenticating a clause selection against the authorizations for a 

given user and the preferences for the individual parties and displaying an 



comprising: 



comprising: 
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individual clause from the clauses table on the user interface upon the selection by 



the given user following successful authentication (Barkley '066: Figs. 2 and 3). 



It would have been obvious to a person having ordinary skill in the art to apply the cross 
checking database of Horwitz '866 to the legal document generation means of Shirley '206. The 
motivation to combine is on the same basis as Claim 1 (supra). 

It would have been further obvious to a person having ordinary skill in the art to apply 
the user interface techniques for permission granting of Barkley '066 to the Shirley '206 and 
Horwitz '866 combination. The motivation to combine is suggested by Barkley '066 which 
discloses the advantage having an administrative tool to provide instant verification that 
privileges have been set, such as in the authentication in the Shirley '206 and Horwitz '866 
combination (Barkley '066: col. 5, Ins. 28-48). 
Claims 19 and 24: 

Regarding Claims 19 and 24, Shirley '206, Horwitz '866, and Barkley '066 in 
combination disclose all the limitations of Claim 18 (supra). Additionally, Shirley '206, Horwitz 
'866, and Barkley '066 in combination disclose: 
- (Claim 19) further comprising: 



o a table of outlines compiled into the shareable database, each outline creating an 
organizational framework into which the clauses can be inserted to form the legal 
document (Shirley '206: col. 2, Ins. 10-18 - note standard contract documents 
read on standard outlines) and including authorizations controlling access 
(Horwitz '866: Fig. 4B, item 92 labeled "Assigned Person" - note connection to 
item 90 labeled "Matter") and preferences influencing outline selection for each 
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individual party (Horwitz '866: Fig. 4B, item 128 labeled "Restricted Person" - 
note that restricting clauses and matters reads on a preference that influences 
selection); 

o a searchable index of the outlines table formed using a topical ordering based on a 
subject matter of each outline (Horwitz '866: Fig. 4A, item 90, "Matter_ED" key 
field - note that as combined with Shirley '206, each matter corresponds to a 
clause, each of which has its own topic); and 

o an outline selection interface including document drafting controls, comprising: 

■ an index panel authenticating the index panel against the authorizations for 
a given user and the preferences for the individual parties and presenting 
the outlines table index on the user interface (Barkley £ 066: Figs. 2 and 
3); and 

■ an outline panel authenticating an outline selection against the 
authorizations for a given user and the preferences for the individual 
parties and displaying an individual outline from the outlines table on the 
user interface upon the selection by the given user following successful 
authentication (Barkley '066: Figs. 2 and 3). 

- (Claim 24) further comprising: 

o a table of topics compiled into the shareable database, each topic providing a 
description of a topic relating to an aspect of document drafting (Horwitz '866: 
Fig. 4 A, item 90 labeled "Matter" - note that in combination with Shirley £ 206, 
each clause is mapped to a matter) and including authorizations controlling access 



V 
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(Horwitz '866: Fig. 4B, item 92 labeled "Assigned Person" - note connection to 
item 90 labeled "Matter") and preferences influencing topic selection for each 
individual party (Horwitz '866: Fig. 4B, item 128 labeled "Restricted Person" - 
note that restricting clauses and matters reads on a preference that influences 
selection); 

o a searchable index of the topics table formed using a topical of ordering based on 
a subject matter of each topic (Horwitz '866: Fig. 4 A, item 90, "MatterJD" key 
field - note that as combined with Shirley '206, each matter corresponds to a 
clause, each of which has its own topic); and 

o a topic selection interface including topic viewing controls, comprising: 

■ an index panel presenting the topics table index on the user interface 
(Barkley '066: Figs. 2 and 3); and 

■ an annotation panel authenticating a topic selection against the 
authorizations for a given user and the preferences for the individual 
parties and displaying an individual topic from the topics table on the user 
interface upon the selection by the given user following successful 
authentication (Barkley '066: Figs. 2 and 3). 

Claim 21: 

Regarding Claim 21, Shirley '206, Horwitz '866, and Barkley '066 in combination 
disclose all the limitations of Claim 19 (supra). Additionally, Shirley '206, Horwitz '866, and 
Barkley '066 in combination disclose: further comprising: 
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- an annotation associated with each individual clause from the clauses table and with each 
individual outline from the outlines table, the annotation providing an explanatory 
description of at least one of the associated individual clause and the associated 
individual outline (Horwitz '066: Fig. 4B, Item 94 labeled "Assignment Role" and Item 
96 labeled "Assignment Type"); and 

- an annotation panel presenting each annotation upon the selection of at least one of the 
associated individual clause and the associated individual outline (Barkley '066: Figs. 2 
and 3). 

Claim 22: 

Regarding Claim 22, Shirley '206, Horwitz '866, and Barkley £ 066 in combination 
disclose all the limitations of Claim 21 (supra). Additionally, Examiner takes Official Notice 
that it is well-known and notorious that an application may receive additional information via a 
browser accessing a hyperlink. Specifically: further comprising: 

a hyperlink to a data source external to the shareable database incorporated into one or 

more of the annotations, the external data source providing a further explanatory 

explanation of an aspect of the annotation; and 

- a browser window presenting each external data source upon the selection of the 
hyperlink from the one or more of the annotations. 

It would have been obvious to a person having ordinary skill in the art to apply the 
hyperlink to external information to the Shirley '206, Horwitz '866, and Barkley '066 
combination. The motivation to combine is on the basis that outside information, created and 
maintained outside of the application may be readily incorporated into the that application. 
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Claim 25: 

Regarding Claim 25, Shirley '206 discloses a means to generate legal documents. 
Specifically, Shirley c 206 discloses: a method for efficiently drafting a legal document, 
comprising: 

- compiling a table of clauses into a shareable database (Shirley f 206: col. 5, Ins. 22-46). 
However, Shirley '206 does not explicitly disclose: using an authenticated clause table. 
Additionally, Shirley '206 does not explicitly disclose: 

- the table of clauses where each clause relating to one or more individual parties 
potentially affected by a use of the clause in a legal document and including 
authorizations controlling access and preferences specifying provisions and terms for a 
specific subject matter; 

- forming a searchable index of the clauses table using a topical ordering based on the 
specific subject matter included in the provisions and terms of each clause; and 

- exporting a clause selection interface including document drafting controls, comprising: 

o authenticating the clauses table index against the authorizations for a given user 

and the preferences for the individual parties; 
o presenting the clauses table index on the user interface; 
o authenticating a clause selection against the authorizations for a given user and 

the preferences for the individual parties; and 
o displaying an individual clause from the clauses table on the user interface upon 

the selection by the given user following successful authentication. 
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Horwitz '866 discloses an organizational cross checking database for legal organizations. 
Specifically Horwitz '866 discloses using an authenticated clause table (Horwitz '866: 
Abstract). Additionally, Horwitz '866 discloses: 

- the table of clauses where each clause relating to one or more individual parties 
potentially affected by a use of the clause in a legal document and including 
authorizations controlling access (Horwitz '866: Fig. 4B, item 92 labeled "Assigned 
Person" - note connection to item 90 labeled "Matter") and preferences specifying 
provisions and terms for a specific subject matter (Horwitz '866: Fig. 4B, item 128 
labeled "Restricted Person" - note that restricting clauses and matters reads on a 
preference that influences selection); 

- forming a searchable index of the clauses table using a topical ordering based on the 
specific subject matter included in the provisions and terms of each clause (Horwitz '866: 
Fig. 4A, item 90, "MatterlD" key field - note that as combined with Shirley '206, each 
matter corresponds to a clause, each of which has its own topic); and 

exporting a clause selection module where: 

o authenticating the clauses table index against the authorizations for a given user 
and the preferences for the individual parties (Horwitz '866: col. 18, In. 63 to col. 
19, In. 43); and 

o authenticating a clause selection against the authorizations for a given user and 
the preferences for the individual parties (Horwitz '866: col. 18, In. 63 to col. 19, 
In. 43). 

However, Horwitz '866 does not explicitly disclose that the clause selection module includes: 
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- a user interface including document drafting controls, comprising: 

o authenticating the clauses table index against the authorizations for a given user 

and the preferences for the individual parties; 
o presenting the clauses table index on the user interface; 
o authenticating a clause selection against the authorizations for a given user and 

the preferences for the individual parties; and 
o displaying an individual clause from the clauses table on the user interface upon 
the selection by the given user following successful authentication. 
Barkley '066 discloses a user interface to associate permissions. Specifically, Barkley 
c 066 discloses: 

- a user interface including document drafting controls, comprising: 

o presenting the clauses table index on the user interface (Barkley '066: Figs. 2 and 
3); and 

o displaying an individual clause from the clauses table on the user interface upon 
the selection by the given user following successful authentication (Barkley '066: 
Figs. 2 and 3). 

It would have been obvious to a person having ordinary skill in the art to apply the cross 
checking database of Horwitz '866 to the legal document generation means of Shirley '206. The 
motivation to combine is on the same basis as Claim 1 (supra). 

It would have been further obvious to a person having ordinary skill in the art to apply 
the user interface techniques for permission granting of Barkley '066 to the Shirley '206 and 
Horwitz '866 combination. The motivation to combine is on the same basis as Claim 18 (supra). 
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Claims 26 and 31-32: 

Regarding Claims 26 and 31-32, Shirley '206, Horwitz '866, and Barkley '066 in 
combination disclose all the limitations of Claim 25 (supra). Additionally, Shirley '206, Horwitz 
'866, and Barkley '066 in combination disclose: 
- (Claim 26) further comprising: 

o compiling a table of outlines into the shareable database, each outline creating an 
organizational framework into which the clauses can be inserted to form the legal 
document (Shirley '206: col. 2, Ins. 10-18 - note standard contract documents 
read on standard outlines) and including authorizations controlling access 
(Horwitz '866: Fig. 4B, item 92 labeled "Assigned Person" - note connection to 
item 90 labeled "Matter") and preferences influencing outline selection for each 
individual party (Horwitz c 866: Fig. 4B, item 128 labeled "Restricted Person" - 
note that restricting clauses and matters reads on a preference that influences 
selection); 

o forming a searchable index of the outlines table using a topical ordering based on 
a subject matter of each outline (Horwitz '866: Fig. 4A, item 90, "MatterJD" 
key field - note that as combined with Shirley '206, each matter corresponds to a 
clause, each of which has its own topic); and 

o exporting a outline selection interface including document drafting controls, 
comprising: presenting the outlines table index on the user interface (Barkley 
'066: Figs. 2 and 3); 



• 
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o authenticating an outline selection against the authorizations for a given user and 
the preferences for the individual parties (Horwitz '866: col. 18, In. 63 to col. 19, 
In. 43); and 

o displaying an individual outline from the outlines table on the user interface upon 
the selection by the given user following successful authentication (Barkley '066: 
Figs. 2 and 3). 
(Claim 3 1 ) further comprising: 

o compiling a table of topics into the shareable database, each topic providing a 
description of a topic relating to an aspect of document drafting Fig. 4A, item 90 
labeled "Matter" - note that in combination with Shirley '206, each clause is 
mapped to a matter) and including authorizations controlling access (Horwitz 
'866: Fig. 4B, item 92 labeled "Assigned Person" - note connection to item 90 
labeled "Matter") and preferences influencing topic selection for each individual 
party (Horwitz '866: Fig. 4B, item 128 labeled "Restricted Person" - note that 
restricting clauses and matters reads on a preference that influences selection); 

o forming a searchable index of the topics table using a topical ordering based on a 
subject matter of each topic (Horwitz '866: Fig. 4A, item 90, "MatterlD" key 
field - note that as combined with Shirley '206, each matter corresponds to a 
clause, each of which has its own topic); and 

o exporting a topic selection interface including topic viewing controls, comprising: 



presenting the topics table index on the user interface (Barkley '066: Figs. 



2 and 3); 
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authenticating an topic selection against the authorizations for a given user 



and the preferences for the individual parties (Horwitz '866: col. 18, In. 63 



to col. 19, In. 43); and 



o displaying an individual topic from the topics table on the user interface upon the 
selection by the given user following successful authentication (Barkley '066: 
Figs. 2 and 3). 

- (Claim 32) a computer-readable storage medium holding code for performing the method 
of Claim 25 (Horwitz '866: col. 25, In. 60 to col. 26, In. 24). 

Claim 28: 

Regarding Claim 28, Shirley '206, Horwitz '866, and Barkley '066 in combination 
disclose all the limitations of Claim 26 (supra). Additionally, Shirley '206, Horwitz '866, and 
Barkley '066 in combination disclose: further comprising: 

- associating an annotation with each individual clause from the clauses table and with 
each individual outline from the outlines table, the annotation providing an explanatory 
description of at least one of the associated individual clause and the associated 
individual outline (Horwitz '066: Fig. 4B, Item 94 labeled "Assignment Role" and Item 
96 labeled "Assignment Type"); and 

- presenting each annotation upon the selection of at least one of the associated individual 
clause and the associated individual outline (Barkley '066: Figs. 2 and 3). 

Claim 29: 

Regarding Claim 29, Shirley '206, Horwitz '866, and Barkley '066 in combination 
disclose all the limitations of Claim 28 (supra). Additionally, Examiner takes Official Notice 
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that it is well-known and notorious that an application may receive additional information via a 
browser accessing a hyperlink. Specifically: further comprising: 

- incorporating a hyperlink to a data source external to the shareable database into one or 
more of the annotations, the external data source providing a further explanatory 
explanation of an aspect of the annotation; and 

- presenting each external data source upon the selection of the hyperlink from the one or 
more of the annotations. 

It would have been obvious to a person having ordinary skill in the art to apply the 
hyperlink to external information to the Shirley '206, Horwitz '866, and Barkley '066 
combination. The motivation to combine is on the same basis as Claim 22 (supra). 

5. Claims 20, 23, 27, and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shirley '206, Horwitz '866, and Barkley c 066, in view of Yoshioka c 216. 
Claim 20: 

Regarding Claim 20, Shirley '206, Horwitz '866, and Barkley '066 in combination 
disclose all the limitations of Claim 19 (supra). However, Shirley '206, Horwitz '866, and 
Barkley '066 in combination do not explicitly disclose: further comprising: 

- a hierarchical tree display of at least one of the outlines table index and the clauses table 
index, each such hierarchical tree display comprising: 

o a general topic listing comprising one or more of general index entries from the at 
least one of the outlines table index and the clauses table index- and 
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o a specific topic listing comprising one or more of specific index entries from the 
at least one of the outlines table index and the clauses table index. 
Yoshioka '216 discloses: 
- a hierarchical tree display of at least one of the outlines table index and the clauses table 
index, each such hierarchical tree display comprising: 

o a general topic listing comprising one or more of general index entries from the at 
least one of the outlines table index and the clauses table index (Yoshioka '216: 
col. 13, Ins. 1-24; Fig. 6 - note that as combined with Shirley '206, headers for 
clauses correspond to topics); and 
o a specific topic listing comprising one or more of specific index entries from the 
at least one of the outlines table index and the clauses table index (Yoshioka '216: 
col. 13, Ins. 1-24; Fig. 6 - note that as combined with Shirley '206, headers for 
clauses correspond to topics). 
It would have been obvious to a person having ordinary skill in the art to apply the 
hierarchy of Yoshioka '261 to the Shirley '206, Horwitz '866, and Barkley '066 combination. 
The motivation to combine is suggested by Yoshioka '216 which discloses a particularly fast and 
advantageous way to retrieve structured documents from a database such as the legal documents 
of Shirley '206, Horwitz '866, and Barkley '066 in combination (Yoshioka '216: col. 2, Ins. 13- 



Regarding Claim 23, Shirley '206, Horwitz '866, and Barkley '066 in combination 
disclose all the limitations of Claim 19 (supra). However, Shirley '206, Horwitz '866, and 



31). 



Claim 23: 
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Barkley '066 in combination do not explicitly disclose: further comprising: a journal recording 
each selection of at least one of the selected individual clause and the selected individual outline 
usage. 

Yoshioka '216 discloses: further comprising: a journal recording each selection of at least 
one of the selected individual clause and the selected individual outline usage (Yoshioka '216: 
col. 13, Ins. 41-45 - note the history table). 

It would have been obvious to a person having ordinary skill in the art to add the 
compound document and partitioning and editing means of Yoshioka c 216 to the legal 
documents in the Shirley '206, Horwitz '866, and Barkley '066 combination. The motivation to 
combine is suggested by Yoshioka '216 which discloses a particularly fast and advantageous 
way to retrieve structured documents from a database such as the legal documents of Shirley 
'206, Horwitz '866, and Barkley '066 in combination (Yoshioka '216: col. 2, Ins. 13-31). 
Claim 27: 

Regarding Claim 27, Shirley '206, Horwitz '866, and Barkley '066 in combination 
disclose all the limitations of Claim 26 (supra). However, Shirley '206, Horwitz '866, and 
Barkley '066 in combination do not explicitly disclose: further comprising: 

building a hierarchical tree display of at least one of the outlines table index and the 

clauses table index, each such hierarchical tree display comprising: 

o a general topic listing comprising one or more of general index entries from the at 

least one of the outlines table index and the clauses table index; and 
o a specific topic listing comprising one or more of specific index entries from the 
at least one of the outlines table index and the clauses table index. 
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Yoshioka '216 discloses: 



building a hierarchical tree display of at least one of the outlines table index and the 
clauses table index, each such hierarchical tree display comprising: 
o a general topic listing comprising one or more of general index entries from the at 
least one of the outlines table index and the clauses table index (Yoshioka '216: 
col. 13, Ins. 1-24; Fig. 6 - note that as combined with Shirley '206, headers for 
clauses correspond to topics); and 
o a specific topic listing comprising one or more of specific index entries from the 
at least one of the outlines table index and the clauses table index (Yoshioka '216: 
col. 13, Ins. 1-24; Fig. 6 - note that as combined with Shirley '206, headers for 
clauses correspond to topics). 



It would have been obvious to a person having ordinary skill in the art to apply the 
hierarchy of Yoshioka '261 to the Shirley £ 206, Horwitz '866, and Barkley '066 combination. 
The motivation to combine is on the same basis as Claim 20 (supra). 



Regarding Claim 30, Shirley '206, Horwitz '866, and Barkley '066 in combination 
disclose all the limitations of Claim 26 (supra). However, Shirley '206, Horwitz '866, and 
Barkley '066 in combination do not explicitly disclose: further comprising: recording each 
selection of at least one of the selected individual clause and the selected individual outline usage 



Claim 30: 



in a journal. 
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Yoshioka '216 discloses: further comprising: recording each selection of at least one of 
the selected individual clause and the selected individual outline usage in a journal (Yoshioka 
'216: col. 13, Ins. 41-45 - note the history table). 

It would have been obvious to a person having ordinary skill in the art to add the 
compound document and partitioning and editing means of Yoshioka '216 to the legal 
documents in the Shirley '206, Horwitz '866, and Barkley '066 combination. The motivation to 
combine is on the same basis as Claim 23 (supra). 



Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick J Santos whose telephone number is 571-272-4028. The 
examiner can normally be reached on M-F 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Safet Metjahic can be reached on 571-272-4023. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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